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What’'s the Value of a Patent Asset?

W PRINCETON UNIVERSITY

Home About Available Technologies Industry Entrepreneurs & Investors Faculty & Researchers | Ne

News Archive

Events
News Back to home page.
Mews Archive Alimta: Fundamental science, fundamental benefits

Posted Nov 18, 2011 By Catherine Zandonella

Featured Video Share

The story of Alimta® highlights how university research can yie
benefits to human health and society while enhancing revenu
major pharmaceutical company.

Alimta® is a drug approved for the treatment of certain types of
cancer. The drug is based on ground-breaking research by Pr
University's Edward C. Taylor, the A. Barton Hepburn Professc
Qrganic Chemistry Emeritus, in collaboration with Eli Lilly & Ci

Eli Lilly & Co. reported worldwide sales of Alimta” of SR

NG ER L EET gy i according to Lilly's third-quarter

SEC filing.

Yetthis cancer drug, which has touched the lives of so many ¢
sufferers, would never have been developed if not for the creal
prilliance of Princeton’'s Taylar, who first began to study its bio
mechanism while a student in 1945.

Vehicle of Technology Transfer (TTO)



What’'s the Value of a Patent Asset?

WIPO é RESOURCES

—
WORLD INTELLECTUAL PROPERTY ORGAMIZATION

ABOUT WIPO IP SERVICES PROGRAM ACTIVITIES RESCOURCES NEWS & EVENTS

Home *Resources * WIPO Handbook (Standards)

(eTANDARDE) List of WIPO Standards, Recommendations and Guidelines
Introduction . . . ; ) i

Internationsl Cooperation {Part 3 of the Handbook on Industrial Propenty nfarmation and Documentation)

WIPO Standards ) All documents listed below are in POF format. Mast of the PDF files are tagged for accessibility.

PCT Min. Documentation

[nternstions| s Group (a) Standards of 3 general Mature, common to Infermation and Documentation

Classifications
IP Information o Group (b) Standards relating to Patent Information and Documentation

Examples & IPO Practices e Group (c) Standards relating to Trademark Information and Documentation
Terms B Abbreviations . ] . . )
« Group (d)y Standards relating to Industrial Design Information and Documentatian

RELATED LINKS

Committee on WIPO
Standards (CWS)
WIPD GOLD
WIPOSTAD

Standards of a general nature, common to information and documentation

® Standard ST.2: Manner for designating calendar dates (May 1997) [FLFE]

® Standard ST.3: Two-letter codes for the representation of states, other entities and organizations (November 2011) [FDF]

® Standard ST.13: Mumbering of applications for IPRs (February 2008} [PDF]

® Standard ST.96: Recommendation for the processing of Industrial Property information using XML (May 2012} [&I—‘Im
-5T.96 Annexes | 1L I and IV

Standards relatinn tn Patent Tnfarmatinn and Doromentation

Facilitator of Technology Sharing (Standard)



at’s the Value of a Patent Asset?

Protection, Deterrence



What’'s the Value of a Patent Asset?

ZPDNet

®

S Edition Amazon.com | Windows | BigData | Social Enterprise = Cloud | Network

ST READ: Micosoft'sdamin effect:Poor PCsalescould
Topic: Security Follow via: 3 []
Wowza! Google acquires Motorola
Mobility in defensive move

Summary: Google announced that it will acquire Motorola Mobility for about $12.5 billion ina
move to "protect Android from anti-competitive threats from Microsoft, Apple and other

companies.”

s By Jason D. O'Grady for The Apple Core | August 15, 2011 -- 08:00 GMT (01:00 PDT)
W Follow @jasonogrady

Protection, Deterrence



What’'s the Value of a Patent Asset?

Lodsys v. Rovio Exclusionary Value (PAE)



What’'s the Value of a Patent Asset?

THE iECONOMY | Part 3: Protecting Profits

How Apple Sidesteps Billions in Taxes

Ca for The Mew York Times

Braeburn Capital, an Apple subsidiary in Reno, Nev., manages and invests the company’s cash. Nevada has a corporate tax
rate of zero, as opposed to the 8.84 percent levied in California, where Apple has its headguarters.

By CHARLES DUHIGG and DAVID KOCIENIEWSK]
Published: April 28, 2012 | B3 1370 Comments

RENO, Nev. — Apple, the world’s most profitable technology Ei racescok
company, doesn’t design iPhones here. It doesn’t run AppleCare W TWITTER

Vehicle of Transfer Pricing



What’'s the Value of a Patent Asset?

2011 Mi Intellectual Pro Payments
(Puerto Rico)

Microsoft intellectual Property Pool

e 2 Dbl RED Daee 153
Eor Intellectual
£1.9 billion P
Microsoft
Puerto Rico
h 56.3 billion i the L.
i (Stays in Puerto
- Rico and not Taxed
Microsoft in U.5.)
Americas
Sales

Prepared by (he U5, Peomansnt Subcommitlae on Investigations, Scptember 2012

Vehicle of Transfer Pricing



What’'s the Value of a Patent Asset?

It depends on the context



Key Questions

What are the contexts?

What are the private and social values
of transfers?

What are the implications for policy design?
For governments and the private sector?



hat are the contexts of patent transfers?

Seller Rights s Buyer

PAE

Brokered Defensive Sale

Pool/Standard

TTO/Tech Transfer

N 7

$/equity/uptake
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hat are the private and social value of transfers?
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The story of Alimta® highlights how university research can yie
benefits to human health and society while enhancing revenu
major pharmaceutical company.

Alimta® is a drug approved for the treatment of certain types of
cancer. The drug is based on ground-breaking research by Pr
University's Edward C. Taylor, the A. Barton Hepburn Professc
Qrganic Chemistry Emeritus, in collaboration with Eli Lilly & Ci

Eli Lilly & Co. reported worldwide sales of Alimta” of SR

NG ER L EET gy i according to Lilly's third-quarter

SEC filing.

Yetthis cancer drug, which has touched the lives of so many ¢
sufferers, would never have been developed if not for the creal
prilliance of Princeton’'s Taylar, who first began to study its bio
mechanism while a student in 1945.
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Many infringed patents, many possible enforcers

~250K patents cover a
smartphone



Many infringed patents, many enforcers, many lawsuits?

Traditionally Not...

Obstacles to Assertion
1. Counterassertion

2. Disruption

3. Cost

- 4. Reputation

e.g. Apple v. Motorola spawns...



Smartphone Competitor Patent Suits

Kodak v. Apple & MTC

VirmerX ITC filed 1/30/12

ik ViA Technologies w, Apple Kk 1. Appie

oo Vireth v. Apale i 4 £ Del. filed 9721111 W.OLNLY. filed 1710/12
E.D. Tex. fed 13/1/11 g ITC filed 9/22/11 Kodak v, MTC

ITC fibed 11,4,/11

W.DLNLY. filed 1720/12

NOIKKIA reaatw aere KODBK
onnetling People TN WL OLMLY. filed 1724710 | S Kook v. RiM & Apple
R oy o s
N.D. Cal. filed 4/15/11
T g L TS ITC filed 7/5/1
. Del. 11 =
ITC filed 7/26011 Samsung v, Apple
Inte
ITC filed 6/28/11
D. Del. fled 6/29/1
ZT Digitusle Innowations v, /I,
HTL, LG, Matarola, Smmsung, - Operwime v, AIM & Apple OPFENWAVE
Sk Adienic ok ITC filed 8/31/11
ITC filed 12/2/11 D. Del. fled 8/31/1
# HUAWE! [n po filed 1272711 WL Wi
D, Dl fled 137 T file 6
'LD:E-I;[-'mEnn.r.r;h r i d fﬁrn: v. Apple Sony Erics=an
'TI‘I IEEII.’ID
Apple v. HTC , Dl filed 81571
0. Del, Filsd 32,10 ITC filed B/ 151
[PANTECH D Died. filed 911 i
D Del g /21/10 53 Graphics! Apol @ LG
e 1 e
D Wl filed 771 11 oz
PROPERTIES Graphics Praperties
w v - 0. . filad 5/22/11 HOLDINGS  Haldings v.
; RIN, HTE, LG, Apple,
N.D. Cal, fledNy13/11 Mgty Apple | | P Samsung & Sony
53 WD, Wiath. fiked 10/1/10 ITE filed 11/17/11
h __T__ C FTC led 10/1/10 D. Del. filed 11/23/11

quiethy bri flrant”

Motoralr v. Microsofit

"Gemalta v, HTC, Somsung, Motoraln & Google
E.D. Tew. filed 10/22/10

i E”w/ORAELE‘
+Google oot



Patent Assertion Entity (Troll) = efficient provider of patent
enforcement

An entity focused o ~=tian of
patents rather
technology

Vernetix (VHC) is “a
tiny company with a

- Does not handful of patents and
- Does not s little or no ongoing
- Not a start R&D is worth billions of

dollars.” —
Seekingalpha.com



R E UTE RS EDITION: US. g Register | Sign In

PRESS RELEASE:

Speculation In The Patent Litigation Segment: Seeking
Out The Next Big Stock Movers

* Reuters iz not responsible for the content in this press releasze.

Wed Oct 31, 2012 T:01am EDT

Scott Matusow

e “\rnetX stock
e IS UP 700% In =
three years”



Many infringed patents, many infringers

What Apple has to What Trolls have to
worry about when it worry about when
sues... they sue...
1. Counterassertion I-Counterassertion
2. Disruption 2-DBisruption
—  3.Cost 3. Cost

~ 4. Reputation 4 Reputation

Apple v. Google Infinity Search LLC v.

Google



Many infringed patents, many infringers

Troll Tactics that Drive down
the cost of assertion

- Sue many Ds

- Same patent

What Trolls have to
worry about when
they sue...

- Contingent fee lawyers
- Friendly venues

Economies of Scale

Infinity Search LLC v.
Google



Don’t Call them Trolls



Troll Tactics that Drive down
the cost of assertion
- Sue many Ds

What Trolls have to
worry about when

B [eEET they sue... |
. 1-Counterassertion
- Contingent fee lawyers , )
- Friendly venues ' |
3. Ceost
4 Reputation

Economies of Scale

Infinity Search LLC v.
Google



What are the contexts of patent assets?

Seller Rights s Buyer

PAE

Brokered Defensive Sale

Pool/Standard

TTO/Tech Transfer

N 7
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Social v. private costs: Not all transfers

are created equal

Seller Rights s Buyer
25% of direct cost + | 86% PAE = 100%
3essen & Meurer 2012)
85% of direct cost +| 15% Brokered = 100%
“hien 2012) Defensive Sale
5 Pool/Standard

?

TTO/Tech Transfer

N 7

$/equity/uptake




Not all transfers are created equal

Seller Rights s Buyer

PAE

Brokered
Defensive Sale

Pool/Standard )
(Technology)

— Context
TTO/Tech Transfer

\(Technology, Know-How, People)/

$/equity/uptake




Policy Design: How do we encourage socially

desirable transfers? Should we?

Seller Rights s Buyer

PAE

Brokered
Defensive Sale

Pool/Standard )
(Technology)

— Context
TTO/Tech Transfer

\(Technology, Know-How, People)/

$/equity/uptake




Policy Design: How do we encourage socially

desirable transfers? Should we?

Z2Zillow’ Homes @ Rentals Mortgage Rates Advice FindaPro Locallnfo Blogs MWMore ™

Q Address or Neighborhood or City or ZIP | Filter | | Save Search |
NEW! See foreclosures in your area - for free! Sign in required to see details x Aylett
i oy e 1 { L. Mount Landing
| ,{'—: __.,' I!' b 84 results. 24 unmapped.
i _"; i 1
Geth b |
ot Sort: Featured =
’\=1bc|afd
Dunbrocke
1% 4150 Smokey Rd, Aylett, VA
"I\l @ LotiLand For Sale: $65,00
{f" T, Zestimate® —~

Est Mortgage: $281/mo
See current rates

359 Nottoway Ln. King Willia
& House For Sale: $115,000
Zestimate®: 5171,434

Est Mortgage: $498/mo

Y Beall - ’/ See current rates
1 hame "“"'ﬂ}
= 4708 Spring Cottage Rd, Nev
e, 0 Y
‘Hanover : ! Bruington | y i ™ | @ House For Sale: $2,200,0(
ot - 4 S5 | Zestimate® 5284 8086
(54| - ‘ ! R r ] § !1' = | = B . Est Mortgage: $9.521/mo
(] < . \ \ L See curent rates
B Crosses ‘3].‘:.’5’”"-
:\ Corner For i .
i X ; Mangquin, Manquin, VA
A . T @ House For Sale: $275,000
¥ '_\‘@“ + 3 Zestimate®: $258 255
Ao s R < Est Mortgage: $1,190/mo
} i iy Clay: King William : A See current rates
L Heinhts \—\ 2 Zillow Availability: now



Example traits: Intrinsic traits

an United States Patent

FLadesky et al,

(57 TOUCH PAD HANMDHELD DEVICE

(T35} Invenlors: Stephen Paunl Zadesky, San Carlos, CA
(LIS): Tang Yew Tan, San Francisco,

CA (US)

{731 Assignee: Apple Computer, Ine.. Coperting, CA
(UIS)

{ *1 MNotice Subject o any disclaimer, the term of this

pateni 15 extended or adjusted under 35
LLS.C, 1534hh by 117 davs.

(217 Appl. Mo TWEEK 182

{22 Filed: Jul. 1, 200
(65 Prior Publication Data
LI 2OHGEAMD A0 A Apr, 24, N3

Helated US. Application Ivafa

(60 Provisional applwation Mo, 6F359,551, iled on Feb.,
25, 2002, provisional applhoation Mo, 6001446,237,
filed on Oct. 22, XK1,




Example traits: Acquired traits (Chien 2011)

Issuance Ownership Investment Financing Citation Enforcement

(12) };]lllllelstjdet §:ates Patent L iti g ate

Transfer Maintain Securitize F‘?er"“d

Citation
Size .
Change Reexamine
1%
Intrinsic \ }
Traits Y
Acquired

Traits



Traits internal and external to the patent

system

(The Promise of Big Data )

What's being searched

What technology terms are trending
Patent attorney trends

Public disclosures

(Call me if you are interested!)



Traits internal and external to the patent

system

] Citations (1) Footnotes (189) o
1911579 Paper statistics =
| Share | Email | Add to Briefcase | Purchase Bound Hard Copy A hstract Views: 6,712
Downloads: 2,605
Download Rank: 1,279
Predicting Patent Litigation
Citations: ) 1
Colleen V. Chien Footnotes: M) 189
Santa Clara University - School of Law
August 17, 2011
Texas Law Review, Vol. 90, p. 283, 2011 People who downloaded this
Santa Clare Univ. Legal Studies Research Paper No. 17-11 paper also downloaded:

lisruptive, unpredictable, and costly. The inability to anticipate patent litigation makes it practically uninsurable, exposes col 1. Patent Troll Myths
arrnimilate natents in nrder tnoward off litinatinn This article ranfroante thic eustemic nrnhlam b avamininn the fartnres t Ey. M":hﬂEI FtI-E'-Bl'I

2. A Generation of Software
Patents
By James Bessen

2. The Myth of the Sole
Inventor

By Mark Lemley




Policy design: should/how do we encourage

socilally desirable transfers?



Context- Driven Information — Defensive

Context Example

he Ability to Search among patents and readily find..
- In-force patents (maintenance fee and invalidation)

- The owner of a patent

- Intrinsic and acquired traits

- Relevant patents

2> A solution to the sorting problem, that leverages
oxisting and encourages further disclosure of context

nformation




How to Do This — Leveraging Existing Data

Consolidate multiple patent information databases

Vlake patents searchable by:

-whether in-force (here and abroad), various owners
Of record, types of conveyances, family information
foreign/continuations), etc., litigated or not, who’s
itigating patents in this area

Classify patents according to industry definitions



How to Do This — Creation of New Data

Marking Registry
Virtual Marking provisions of the AIA
Reinvigorate the marking requirement

Administrative changes/carrots to encourage
Jisclosure of context data

_icensing Registrty

PCT applicants can request that the Int’l Bureau
make information available on its PATENTSCOPE
vebsite



Carrots/Administrative Tweaks for Context

Disclosure/Dissemination?

Form PTO-1595 (Rev. 03-11) LS. DEPARTMENT OF COMMERCE
OMB Mo, 0651-0027 (exp. 0353172012 United States Patent and Trademark Offica

RECORDATION FORM COVER SHEET

PATENTS ONLY

To the Director of the U.S. Patent and Trademark Office: Please record the attached documents or the new address(es) below.

1. Name of conveying party(ies) 2. Name and address of receiving party(ies)
Mame:

Internal Address:

itional name(s) of conveying party(ies) attached? :I"n"ss | MNe

. Nature of conveyance/Execution Date(s): Street Address:
Execution Date(s)
| | Assignment | Merger
Security Agreement Change of Name City:
u Joint Research Agreement State:

|| Government Interest Assignment
Executive Order 9424, Confirmatory License

- |other Additinnal namale) & sddrecelaa) attarhad? | [Yes [ INa

Country: Zip:




Markets for other IP assets (NSF 2012)

Trademarks
Trade secrels
Copyrights
Design patants
Lhility patents
Mask works

Manufacturing

Trademarks
Trade secrats
Copyrights
Design patents
Litility patents
Mask works

0 10 20 30 40 50

Parcant
B Very important 0O Somewhal important



Policy Design

Nho should do what?

What transfers can/should the patent system
acilitate?

Patent rights

Knowledge

Technology
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